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Status 

1 )S Responsive to communication(s) filed on 17 March 2003 . 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C D 1 1 453 O G 213 

Disposition of Claims 

4) ^ Claim(s) 23-33 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) K Claim(s) 23-33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 
10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7.2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachments) 



1) □ Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
6)D Other: 
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DETAILED ACTION 

1 . The declaration filed on 3-1 7-03 under 37 CFR 1.131 has been considered but is 
ineffective to overcome the Gardner et al. (US 6,21 8,720) reference. 

2. The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Gardner et al. (US 6,218,720) reference to either 
a constructive reduction to practice or an actual reduction to practice. No evidence is 
given to show that reduction of practice was attempted or done. 

3. The evidence submitted is insufficient to establish a reduction to practice of the 
invention in this country or a NAFTA or WTO member country prior to the effective date 
of the Gardner et al. (US 6,218,720) reference. Applicant has shown no evidence of 
reduction of practice. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the pnor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 23-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gardner et al. (US 6,218,720). 

Gardner discloses the steps of: 
For claims 23-33: 

a nitrogen doped insulating liner (210, fig. 7) grown on sidewall of the shallow 
trenches; 
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a gap filling insulating material (214, fig. 9) filling the shallow trenches level with 
the surface of the semiconductor substrate; and 

a plurality transistors (218, fig. 12) is formed in the substrate, wherein said 
nitrogen doped insulating liner acts as a stop to prevent said impurity species from 
diffusing into said substrate from said gap filling insulating material 
(col. 8, Ins. 15-58 and col. 5, Ins. 45-50). 

Gardner fails to disclose a plurality of trenches. However, it is well known in 
semiconductor manufacturing to form a mask that patterns more than one trench, 
therefore it would be obvious to one of ordinary skill in the art to form a plurality of 
trenches in Gardner. Also, for claims 24-30, a "product by process" claim is directed to 
the product per se, no matter how actually made, In re Hirao, 190 USPQ 15 at 
17(footnote 3). See also in re Brown, 173 USPQ 685: In re Luck, 177 USPQ 523; In re 
Fessmann, 180 USPQ 324: In re Avery, 186 USPQ 116 in re Wertheim, 191 USPQ 90 
(209 USPQ 254 does not deal with this issue); and In re Marosi et al, 218 USPQ 289 
final product per se which must be determined in a "product by, all of claim, and not the 
patentability of the process, and that an old or obvious product, whether claimed in 
"product by process" claims or not. Note that Applicant has the burden of proof in such 
cases, as the above case law makes clear. "Even though product-by- process claims 
are limited by and defined by the process, determination of patentability is based upon 
the product itself. The patentability of a product does not depend on its method of 
production. If the product in product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product is made 




Application/Control Number: 09/729, 1 54 p a 
Art Unit: 2812 

by a different process." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985)(citations 



6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ron E Pompey whose telephone number is (703) 305- 
3016. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



omitted). 





Ron Pompey 
Art Unit: 2812 
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Supervisory Patent Btaminer 
Technology Center 2800 



